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REMARKS 

In the March 24, 2005 Office Action, claim 8 is objected to for a minor informaUty, 
claims 1, 2, 4, 6-8, 10, and 12-14 are rejected under 35 U.S.C. 103(a) as being xmpatentable 
over U.S. Patent No. 5,200,584 to Nagaya in view of U.S. Patent No. 6,617,534 to Goff et al., 
and claims 5 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nagaya 
in view of U.S. Patent No. 6,300,852 to Kato. 

By the present amendment, claim 8 is amended to address the claim objection. No 
claims are canceled or added. That leaves claims 1-14 pending in the application with claims 
1 and 8 being independent. 

The rejections under 35 U.S.C. 103(a) are respectfully traversed because one skilled 
in the art would not be motivated to combine Nagaya and Goff et al. as required for a prima 
facie case of obviousness. Each of the rejections is addressed in detail below. 

Withdrawal of Finalitv of OfiSce Action 

Applicants request reconsideration of the finality of the Office Action. Applicants 
believe the Office Action was made final prematurely. As stated in MPEP § 706.07(a), a 
second office shall be made final, except where a new ground of rejection is introduced that 
is no necessitated by AppUcants' amendment. In this case, a new ground of rejection has 
been introduced because the Nagaya reference was not cited against the claims in any 
previous Office Actions. Additionally, the amendments made to the claims in AppUcants' 
February 4, 2005 Amendment did not change the scope of the claimed invention and 
therefore did not necessitate the new ground of rejection. Instead, the amendments to the 
claims included minor wording changes that addressed rejections imder 35 U.S.C. 112, 
second paragraph, of the August 9, 2004 Office Action (first Office Action). Those 
amendments did not change the scope of the claims. The MPEP expressly states in § 

Page 6 of 11 

1 15787.001 10/35683468vl 


AppL No. 10/684,558 
Reply to 03.24.2005 OA 

706.07(a) that a second action on the merits should not be made final if it includes a new 
rejection of any claim amended to "include limitations which should reasonably have been 
expected to be claimed." An example is given in MPEP § 706.07(a) that one would 
reasonably expect that a rejection under 35 U.S.C. 112 for incompleteness would be repUed 
to by an amendment supplying the omitted element. The present case is analogous to that 
example since the amendments made to the claims by Applicants would be expected in 
response to the 35 U.S.C. 112, second paragraph, rejection made in the first Office Action. In 
particular, the Examiner requested in the first Office Action clarification of the location of the 
parts of the stalk. In response. Applicants amended the claims by making minor wording 
changes and moving some wording from one location to another. However, none of the 
amendments changed the scope of the claims because no new subject matter was added to the 
claims. 

In view of the above, the amendments made to the claims in Applicants' February 4, 
2005 Amendment did not necessitate the new ground of rejection over Nagaya. Therefore, 
Applicants request withdrawal of the finality of the Office Action or an explanation for the 
finality of the Office Action. 

Claim Rejections - 35 U.S.C. 103 

Claims 1, 2, 4, 6-8, 10, 12-14 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,200,584 to Nagaya in view of U.S. Patent No. 6,617,534 
to Goff et al. However, a prima facie case of obviousness has not been established because 
one skilled in the art would not be motivated to modify Nagaya in view of Goff et al. 

To establish a prima facie case of obviousness there must be some suggestion or 
motivation to combine reference teaching. See MPEP § 2143. Even if the combination of 
references teaches every element of the claimed invention, without a motivation to combine. 
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a rejection based on obviousness is improper. In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir. 
1998). Moreover, the mere fact that references can be combined or modified does not render 
the resultant combination obvious unless the prior art also suggests the desirability of the 
combination. In re Mills, 916 F.2d 680 (Fed. Cir. 1990). The rejection under 35 U.S.C. 
103(a) over Nagaya in view of Goff et al. is therefore improper. 

In the Office Action, it is suggested that it would have been obvious to have made the 
contact 35 extend fi-om the push piece 39 in Nagaya, as allegedly suggested by Gofif et al., in 
order to provide a single element for enabling at least two functions. However, such a 
motivation is xmtenable because the suggested modification of Nagaya would not result in a 
single element performing more than one fimction, as asserted in the Office Action: In 
particular, Nagaya discloses a lever switch that includes both a wiper switch 27 and a washer 
switch 32 which perform two separate functions. A lever 25 of the washer switch 32 
includes a push piece 39 that moves between positions 40a and 40b of a stepped recess 40 to 
connect a contact 35 with arcuate contacts 33 and 34 to turn on the washer switch 32. The 
lever 25 is pivotally attached to a bracket 24 at pin 26, as best seen in Fig. 1 of Nagaya. The 
bracket 24 includes a movable contact piece 29 separate fi-om the lever 25 that engages 
stationary contacts 28a-28e to turn on the wiper switch 27. Thus, Nagaya teaches two 
separate switches that perform tow separate functions. In contrast, Goff et al. teaches a 
windshield wiper lever with a single contact slide 58, including an arm 60, that enables both 
wash and wipe functions. Even assuming Nagaya could be modified to extend the contact 35 
from the push piece 39, this would not result in a single element performing two functions as 
suggested. Instead, the push piece 39 and contact 35 could only possibly be used to operate 
that single washer switch/function 32 and not the wiper switch/function 27 which is 
completely separate from the washer switch 32 and the lever 25. Therefore, one skilled in the 
art would not look to Goff et al. to modify Nagaya as suggested in the Office Action, because 
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such a modification would not result in a single element perforaiing two functions, as taught 
by Goff et al., but would instead result in a single element performing a single function. 
Moreover, nothing in Goff et al. would suggest to one skilled in the art to modify the washer 
switch 32 to extend the contact 35 firom the push piece 39. The only teaching of a contact 
arm extending from a shaft portion is in Applicants' own disclosure which cannot be used 
against the claimed invention. In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991). 

Additionally, modifying the washer switch 32 of Nagaya so that the contact 35 
extends from the push piece 39 would render the switch inoperable for its intended purpose. 
If a proposed modification would render the prior art invention being modified imsatisfactory 
for its intended purpose, then there is no suggestion or motivation to make the proposed 
modification. In re Gordon, 733 F.2d 900 (Fed. Cir. 1984). More specifically, the washer 
switch 32 of Nagaya operates by moving the lever 25 forward in direction B thereby moving 
the push piece 39 from its original position 40a to its action position 40b moving the contact 
35 fixed to lever 25 into precise engagement with the arcuate contacts 33 and 34 to tum the 
switch on. If the contact 35 was fixed to push piece 39 instead of lever 25, as suggested in 
the Office Action, neither the push piece 39 nor the contact 35 could perform its intended 
function. For example, movement of the push piece 39 from position 40a to position 40b to 
operate the switch would be obstructed by the contact 35 extending therefrom which would 
hit the bracket 24 when trying to pivot the lever 25. Also, if the contact 35 extended from the 
push piece 39, the contact 35 would not engage the arcuate contacts 33 and 34 because the 
contact would be too high with respect to the lever 25 and thus unable to reach the contacts 
33 and 34, Moreover, even if the push piece 39 and the contact 35 were forced downwardly, 
the contact 35 would be offset from the arcuate contacts 33 and 34 and therefore would not 
engage the contacts 33 and 34. By fixing the contact 35 to the bottom of the lever 25, 
Nagaya ensures precise contact between the contact 35 and the arcuate contacts 33 and 34 to 
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turn the washer switch 32 on. To modify the switch 32 of Nagaya as suggested would hinder 
the precise engagement between the contact 35 and the arcuate surfaces 33 and 34. 

In view of the above, a prima facie case of obviousness has not been estabUshed with 
respect to the claimed invention. Therefore, Applicants request that the rejection under 35 
U.S.C. 103(a) be withdrawn and claims 1, 2, 4, 6-8, 10, and 12-14 allowed. 

Claims 5 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagaya in view of U.S. Patent No. 6,300,852 to Kato. Because claims 5 and 1 1 depend from 
independent claims 1 and 8, these claims are allowable for the same reasons as discussed 
above. Moreover, Kato fails to cure the deficiencies of either Nagaya or Goff et al. 
Therefore, a prima facie case of obviousness has not been established with respect to claims 5 
and 11. Thus, the rejection under 35 U.S.C. 103(a) should be withdrawn and the claims 
allowed. 

Allowable Subject Matter 

Applicants acknowledge and appreciate the indication of allowable subject matter in 
dependent claims 3 and 9. 

« « ♦ 
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In view of the foregoing, Applicants submit that claims 1-14 are in allowable 
condition. Prompt and favorable action is respectfully solicited. 

Please charge any shortage of fees or credit any overpayment thereof to BLANK 
ROME, LLP, Deposit Account No. 23-2185 (115787-00110). Any fee due is authorized 


BLANK ROME LLP 
600 New Hampshire Avenue 
Washington, D.C. 20037 
(202) 772-5800 

Dated: June 24. 2005 


above. 


Respectfully submitted, 



Tara L. Hoffinan 
Reg. No. 46,510 


1 15787.001 10/35683468vl 


Page 11 of 11 


